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Status 

1 )KI Responsive to communication(s) filed on 03 October 2005 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) is/are allowed. 

6) |EI Claim(s) 1-20 and 22 is/are rejected. 

7) ^ Claim(s) 27 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 25 February 2005 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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20 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102/35 USC § 103 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention «a- patented or described in a printed pnblieation in this or a foreign country or in puhlie use or 
on -ale in I hi- count r\ . in ore I ban one v ear prior I o lie- date of application for patent in I he [ nited Stale-. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though t he invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

3. Claims 1-1-7, 9-15, 18-20, and 22 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Lazear (4,346,142). 

Lazear sets froth a hydrophilic monomer treated microporous film and process' for making 
such. Said micro porous film can lie a polypropylene dry-st retched or solvent -st rel cited film, w herein 
polypropylene reads on claims 13 and 22 — see column 6, lines 4, 30, 40-43, and 55. Said process 
involves impregnal ing said microporous film with a solution of vaporized of I lie lt\ drophilie monomer 
dissolved in a solvent to form a pad bath and using said pad bath in a squeeze roll method wherein 
I he film is guided through the liath and squeezed lietween a pair two squeeze rolls where pressure is 
exerted such that the monomer is impregnated within the film--see column 16. lines 20-24 and 38-44, 
and columns 13, line 65 to column 14. line 5. The hydrophilic monomers taught in the invention are 
organic hydrocarbon compounds having from 2 to 18 carbon atoms having at least one ethylenically 
unsaturated double bond and having at least one polar group such as carboxy, sulfa, sulfone, 
hydroxyl, ammonia, amino, and phosphine—see column 13, lines 25-28. Said monomers can be 
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controllably polymerized and/or copolymerized to be chemically fixed to the surface of the film to 
render the surface hydrophilic w hile controlling within certain limits to avoid plugging the pores to 
all control over the water permeability and electrical resistance of the film via ionizing radiation in an 
inert atmosphere — see column 13, lines 2-10 and column 18, lines 66-68 to column 19, lines 1-2. 
Examples of such monomers can be found in column 13, lines 30-52. This are deemed to read on 
claims 2-7, 9-12 and 18-20. Lazear does not expressly teach that the first vinyl monomer comprises 
an ethylenically unsaturated carboxylic monomer or an ester thereof, such as acrylic acid or an ester 
thereof or that the second monomer is selected from the groups found in claim 12. However the 
examiner deems that the reference provides enough guidance such that it is within the skill level of an 
ordinarily skilled artisan to experiment with different combinations of the polar groups via the 
teaching of copolymerization. The motivation would have been a reasonable expectation of either 
improving on the properties outlined in the teaching or to obtain the same success as the provided in 
the teachings of the reference in absence of evidence to the contrary and/or reasons of unexpected 
results. Said microporous films produced in this manner can be used as a battery separator—see 
column 14, line 37. Thus the article of claims 1-3, 6, and 9-14 are reading in the reference. Regarding 
the limitation in claims 1, 4-5, and 7 requiring the vinyl units in each chain, Lazear teaches the 
monomer amount chemically fixed to the film should be controlled to be not greater than about 10%, 
generally from about 0.1 to about 10%, most preferably from about 1 to about 2.0% (e.g., 1.5%) and 
since the Patent and Trademark Office is not equipped to conduct experimentation in order to 
determine whether Applicant's composition differs and, if so, to what extent, from the discussed 
reference. Therefore, with the showing of the reference, the burden of establishing non-obviousness 
by objective evidence is shifted to the Applicants. Vpplicant is reminded that the courts have upheld 
that in product-by-process claims and that "even though product-by-process claims are 
limited by and defined by the process, determination of patentability is based on the product 
itself. The patentability of the product does not depend on the method of production. 
Therefore, if the product in the product-by-process claim is the same as or obvious from a 
product of the prior art, the claim is unpatentable even though the prior product was made 
by a different process— see In re Thorpe, 227 USPQ 967 (Fed. Cir.1985). Per column 19, lines 6- 
19, Lazear describes a electrochemical device as found in claim 14 using the above described 
microporous film. 
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4. Claims 1, 5, 7-11, and 13-14 are rejected under 35 U.S.C. 102(e) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over McLoughlin et al (6,537,695, 
effective filing date 6-8-1998). 

McLoughlin et al teaches an electrochemical device, such as a separator, using non- 
woven fabrics, which appear to be microporous. comprising substantially unbound fibers and 
vinyl monomers which are capable of reacting with an acid or base to form a salt directly or 
indirectly by a reaction involving exposure to UV radiation while impregnating with a 
solution of vinyl monomer copoh mcrizable with the surface of the fibers-see abstract and 
column 5. lines 38-1 1. Said fibers an 1 preferably polypropylene — see column 4, line 47. Said 
vinyl monomers can be fond in column 6, lines 6-15, wherein it is disclosed that acrylic acid, 
methacrylic acid and there esters are preferred— see column 6, lines 10-12. Said irradiation is 
preferably done in an inert atmosphere— see column 7, lines 31-43. Regarding the limitation in 
claims 1, 4-5, and 7 requiring the vinyl units in each chain, however McLoughlin et al teaches a 
method that reads on the instant method and since the Patent and Trademark Office is not equipped 
lo co ud iic I experimentation in order lo determine whether \pplicanis composition differs and. if so. 
to what extent, from I he discussed reference. Therefore, with the showing of the reference, the 
burden of establishing non-obviousness by objective evidence is shifted to the Applicants. 

.Applicant is reminded that the courts have upheld that in product-by-process claims and 
that "even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of the 
product does not depend on the method of production. Therefore, if the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, the claim 
is unpatentable even though the prior product was made by a different process — see In re 
Thorpe, 227 USPQ 967 (Fed. Cir.1985). Per column 19, lines 6-19, McLoughlin et al describes a 
electrochemical device as found in claim 14 using the above described microporous film — see column 
10, lines 60-67 and column 6. lines 32-42. 
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5. Claims 1-8, 10-13, 15-16, 18-20 and 22 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Sugo et al 
(5,648,400). 

6. Sugo el al sets forth in example I. and 4-6 a method comprising impregnating a non- 
woven fabric with a solution comprising a mixture of acrylic acid or an acrylic acid ester and 
trimethylviiiylbeiizyl ammonium salt or a sodium salt of styrenesulfonate, which is a type of 
vinyl sulphonic acid salt and exposing it to radiation. Although the examples teach electron 
beam irradiation. Sugo et al teaches that ultraviolet is acceptable-see column 2, lines 5-7. 
This teaching is deemed to read on claims 1-3, 6, 8, 10-13, 15-20 and 22. Regarding the 
limitation in claims 1, 4-5, and 7 requiring the vinyl units in each chain, Sugo et al teaches a substrate 
that appears to be modified in the same manner as instantly claimed and since the Patent and 
Trademark Office is not equipped to conduct experimentation in order to determine whether 
Applicant's composition differs and, if so, to what extent, from the discussed reference. Therefore, 
with the showing of the reference, the burden of establishing non-obviousness by objective evidence is 
shifted to the Applicants. 

Allowable Subject Matter 

7. Claim 21 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

8. The following is a statement of reasons for the indication of allowable subject matter: 
the prior art made of record fails to teach such a monomer ratio as found in claim 21. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sauza L. McClendon whose telephone number is (571) 272- 
1074. The examiner can normally be reached on Monday through Friday 7:30-4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571) 272-1078. The fax phone number for the 
organization where this application or proceeding is assigned i> 571 -273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-clirect.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Rusiness Center (ERC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 

/Sanza L McClendon/ 
Primary Examiner, 
Art Unit 1796 
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